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DETAILED ACTION 

1 . This office action is in response to Applicant's amendment filed on 29 January 
2007. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 17-20, 23-26, and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson (U.S. Patent 5,844,797) in view of Panec (U.S. Patent 
5,957,693). 

Regarding claim 17, Johnson discloses a process by which a reader can facilitate 
the reading skills of a pre-reader comprising: the reader obtaining a kit having a theme 
related to a planned shared experience (see column 1, lines 3-26 and column 2, lines 
43-65), the kit comprising: a plurality of pages having binder and outer edges, the 
plurality of pages including pages having text related to the theme of the planned 
shared experience; and a binder configured to secure the plurality of pages, proximate 
the binder edges, at least one of the pages having text related to the theme of the 
planned shared experience comprising: a photographic site configured to receive a 
pictorial representation; and a caption site corresponding to the photographic site, the 
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caption site configured to receive text; the reader sharing an experience (album is 
shown to third party, see column 1, lines 23-26); memorializing the shared experience 
through one or more pictorial representations, the shared experience being related to 
the theme of the kit; constructing a first personalized language book by: affixing one or 
more pictorial representations to corresponding ones of the photographic sites of the at 
least one of the pages having text related to the theme; personalizing one or more of 
the one or more pictorial representations by adding text to the caption sites to which the 
one or more pictorial representations to be personalized were affixed; organizing the 
plurality of pages in a preferred order; and binding the plurality of pages with the binder. 
Johnson does not disclose the kit being a repetitive language kit, or the planned shared 
experience and the shared experience being between a reader and a pre-reader, or the 
text being repetitive text. 

Panec teaches a method of shared reading between a reader and a novice 
reader (i.e., pre-reader; Webster's Online Dictionary defines novice as one who has no 
previous training or experience in a specific field or activity) using a repetitive language 
kit 10 that includes repetitive text 20a-c, in which the reader reads from a skilled text 
and the novice reader reads from repetitive text written at a lower skill level for the 
purpose of encouraging and facilitating the novice reader to learn to read. Therefore it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have combined the kit of Johnson with the repetitive language for a pre- 
reader of Panec in order to have a repetitive language kit having a theme related to a 
planned shared experience. 
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Regarding claim 18, the modified invention of Johnson discloses the binder being 
selected from the group consisting of lace, ribbon, string and yarn (see column 2, line 
51). 

Regarding claims 19 and 20, Johnson does not distinctly disclose the binder 
being threaded through perforations of the front cover, back cover, and plurality of 
pages to form a plurality of loops proximate the front cover perforations and the ends 
being threaded through the loops for securing together. However, the examiner takes 
Official Notice that it is well known in the art to form a lace binder in this way for the 
purpose of having a binder that can be put together without binding equipment. 

Regarding claims 23-24, the modified invention of Johnson discloses the 
invention substantially as claimed. 

Regarding claims 25-26, the modified invention of Johnson discloses the 
invention substantially as claimed (see column 4, lines 14-17). 

Regarding claim 40, the modified invention of Johnson discloses wherein the 
planned shared experience is a planned trip to a zoo (see column 2, lines 43-48), the 
shared experience is an actual trip to the zoo and the pictorial representations are 
pictures of animals seen at the zoo by the reader and the pre-reader. 

4. Claims 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson in view Panec and further in view of Phillips (U.S. Patent 5,651,678). 

Johnson, as modified by Panec, discloses the claimed invention except for 
explicitly disclosing the process of memorizing the text on the pages. 
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Phillips discloses an educational aid and method for using it to teach students to 
read by facilitating the rapid development of sight-word vocabularies in an interesting 
and challenging manner for the purpose of utilizing a student's natural ability to learn 
and memorize a text (see column 2, lines 39-42, 66-67 thorough column 3, lines'1-7). 
Therefore, it would have been obvious to one having ordinary skill in the art of education 
to memorize text on pages, as taught by Phillips, to facilitate the instruction of students 
to read. 

5. Claims 31-36, and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Johnson (U.S. Patent 5,844,797) in view of Panec (U.S. Patent 5,957,693). 

Regarding claim 31, Johnson discloses a process by which a reader facilitates 
the reading skills of a pre- reader comprising: obtaining a kit having a theme related to a 
planned experience (see column 1 , lines 3-26 and column 2, lines 43-65), the kit 
comprising: a plurality of pages having text related to the theme of the planned 
experience; and a binder configured to secure the plurality of pages having text related 
to the theme of the planned experience; memorializing an experience (using personal 
photographs and text), the experience being similar to the planned experience; 
constructing a first personalized language book by: affixing visual memorials (personal 
photographs) of the experience to the plurality of pages having text related to the theme 
of the planned experience; organizing the plurality of pages in a preferred order; and 
binding the plurality of pages with the binder. 
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Johnson does not disclose the kit being a repetitive language kit, or the planned 
shared experience and the shared experience being between a reader and a pre- 
reader, or the text being repetitive text. 

Panec teaches a method of shared reading between a reader and a novice 
reader (i.e., pre-reader; Webster's Online Dictionary defines novice as one who has no 
previous training or experience in a specific field or activity) using a repetitive language 
kit 10 that includes repetitive text 20a-c, in which the reader reads from a skilled text 
and the novice reader reads from repetitive text written at a lower skill level for the 
purpose of encouraging and facilitating the novice reader to learn to read. Therefore it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have combined the kit of Johnson with the repetitive language for a pre- 
reader of Panec in order to have a repetitive language kit having a theme related to a 
planned shared experience. 

Regarding claim 32-34, the modified invention of Johnson discloses the invention 
substantially as claimed. 

Regarding claims 35-36, the modified invention of Johnson discloses the 
invention substantially as claimed (see column 4, lines 14-18). 

Regarding claim 41, the modified invention of Johnson discloses wherein the 
planned shared experience is a planned trip to a zoo (see column 2, lines 43-48), the 
shared experience is an actual trip to the zoo and the pictorial representations are 
pictures of animals seen at the zoo by the reader and the pre-reader. 
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6. Claims 38 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Johnson in view of Panec and further in view of Phillips (U.S. Patent 5,651 ,678). 

Johnson, as modified by Panec, discloses the claimed invention except for 
explicitly disclosing the process of memorizing the text on the pages. 

Phillips discloses an educational aid and method for using it to teach students to 
read by facilitating the rapid development of sight-word vocabularies in an interesting 
and challenging manner through the utilization of a student's natural ability to learn and 
memorize a text (see column 2, lines 39-42, 66-67 thorough column 3, lines 1-7). 
Therefore, it would have been obvious to one having ordinary skill in the art of education 
to memorize text on pages, as taught by Phillips, to facilitate the instruction of students 
to read. 

7. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(U.S. Patent 5,844,797) in view of Panec (U.S. Patent 5,957,693). 

Regarding claim 17, Johnson discloses a process by which a reader can facilitate 
the reading skills of a pre-reader comprising: the reader obtaining a kit having a theme 
related to a planned shared experience (see column 1, lines 3-26 and column 2, lines 
43-65), the kit comprising: a plurality of pages having binder and outer edges, the 
plurality of pages including pages having text related to the theme of the planned 
shared experience; a binder configured to secure together the plurality of pages; the 
reader sharing an experience (album is shown to third party, see column 1, lines 23-26), 
the shared experience having a theme related to the theme of the planned shared 
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experience; memorializing the shared experience through one or more pictorial 
representations; constructing a first personalized language book by: affixing a selected 
one of the one or more pictorial representations memorializing the shared experience to 
a selected one of the plurality of pages having repetitive text; and binding the selected 
ones of the plurality of pages together with the binder. 

Johnson does not disclose the kit being a repetitive language kit, or the planned 
shared experience and the shared experience being between a reader and a pre- 
reader, or the text being repetitive text, or the reader reading the bound plurality of 
pages to the pre-reader. 

Panec teaches a method of shared reading between a reader and a novice 
reader (i.e., pre-reader; Webster's Online Dictionary defines novice as one who has no 
previous training or experience in a specific field or activity) using a repetitive language 
kit 10 that includes repetitive text 20a-c, in which the reader reads from a skilled text 
and the novice reader reads from repetitive text written at a lower skill level for the 
purpose of encouraging and facilitating the novice reader to learn to read. Therefore it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have combined the kit of Johnson with the repetitive language for a pre- 
reader of Panec in order to have a repetitive language kit having a theme related to a 
planned shared experience. 



Application/Control Number: 09/747,909 Page 9 

Art Unit: 3722 

Response to Arguments 

8. Applicant's arguments filed 29 January 2007 have been fully considered but they 
are not persuasive. 

9. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to 
combine is found in the references themselves and in the knowledge generally available 
to one of ordinary skill in the art. Johnson explains that the completed album will 
provide additional interest for third parties viewing the album (for example, a pre-reader) 
in a way that a disorganized collection of individual photographs will not, and that 
albums may be provided for special occasions such as trips to theme parks, 
amusement parks, or the zoo, and that personalized photographs and text may be 
added to the album. An album related to any of these trips would obviously hold 
interest for a small child and could be used to teach reading skills. Panec teaches a 
shared experience between a reader and a pre-reader, including the use of repetitive 
text to facilitate the teaching experience. Both of these patents relate to printed matter 
that is designed to be shared with another person, such as a pre-reader, and the 
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motivation to combine would be for the purpose of encouraging and facilitating the 
novice reader to learn to read by making the experience more interesting for the child. . 
10. In response to applicant's argument that Johnson and Panec is nonanalogous 
art, it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, both patents relate to printed matter that is designed to be shared 
with another person. 

11; For the reasons as set forth above, the rejections are maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric A. Gates whose telephone number is 571-272- 
5498. The examiner can normally be reached on Monday-Thursday 7:45-6:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





EAG 

1 3 April 2007 



